TH'S CPINION |'S NOT UNITED STATES PATENT AND TRADEMARK OFFICE
Cl TABLE AS Trademark Trial and Appeal Board

2900 Crystal Drive
PRECEDE?XBO: THE Arlington, Virginia 22202-3513

Mai | ed: Decenber 17, 2003

Cancel | ati on No. 92031423

H E. BUTT GROCERY COMPANY
V.

| NNOVATI VE FOODS L. L. C

Bef ore Hai rston, Bucher and Rogers, Adm nistrative Trademark
Judges.

By the Board:

This case is now before the Board for consideration of
respondent’s notion (filed July 17, 2003) for sunmary
j udgment on the ground that there is no |ikelihood of
confusion between the marks at issue. The notion has been
fully briefed.?

In the petition to cancel, petitioner has pl eaded
ownership of a registration for the mark H LL COUNTRY FARE; 2
comon law rights in the mark TASTE OF THE H LL COUNTRY; 3

and a |ikelihood of confusion between its marks and

! W& have considered respondent's reply brief because it
clarifies the issues before us. See Trademark Rule 2.127(a).

2 Reg. No. 2,623,441; filed Novenber 14, 2000; registered on
Sept enber 24, 2002; asserts first use of the mark in commerce as
of Novenber 1994.

3 Petitioner asserts first use of this nark as of October 1998.
Amended Petition For Cancellation, paragraph 4.



respondent’s registered mark TASTE OF THE H LL.* The

i nvol ved marks are registered or allegedly used (in whole or
in part) in connection with “coffee.” The issues in dispute
in this case are whether respondent has shown that, as a
matter of law, it is entitled to a judgnment that a

| i kel i hood of confusion does not exist; and whet her
petitioner is entitled to tack its use of the mark HI LL
COUNTRY FARE onto its | ater-adopted mark TASTE OF THE HI LL
COUNTRY.

VWHETHER A LI KELI HOOD OF CONFUSI ON EXI STS W TH RESPECT TO
PETI TI ONER' S REG STERED MARK “HI LL COUNTRY FARE”

As a threshold matter, we address the issue of
priority.® Although neither party has directly addressed
the question, the issue arises in this case because both
petitioner’s pleaded mark H LL COUNTRY FARE and respondent’s
mark TASTE OF THE HILL are registered. As petitioner filed
for registration of its mark H LL COUNTRY FARE after
respondent obtained its registration for the mark TASTE OF
THE HILL, petitioner nust prove its claimto the earliest

first use date.® Thus, a genuine issue of material fact

* Reg. No. 2,091,047; filed July 30, 1996; registered on
Sept enber 26, 1997; asserts first use of the mark in commerce as
of February 21, 1996.

> Priority with respect to petitioner’s pleaded unregistered
mar k, TASTE OF THE HI LL COUNTRY, is discussed infra.

® I'n a cancel l ati on proceedi ng where both petitioner and
respondent own registrations, the parties start on equal footing
and must prove priority, although the introduction of a status
and title copy of one party’'s registration will yield that party



seem ngly exists regarding priority. However, a reading of
respondent’s brief shows that respondent essentially takes
the position that irrespective of priority, there can be no
| i keli hood of confusion, and that petitioner’s priority of
use of the mark H LL COUNTRY FARE can be conceded. W have
thus treated petitioner’s priority as conceded by respondent
for purposes of deciding respondent’s notion for sumrary
j udgnent .

Respondent’ s central argunent that there is no
| i keli hood of confusion is based on the all eged
dissimlarity of the marks thensel ves. Respondent contends
that “the dissimlarity [between respondent’s mark TASTE OF
THE HI LL and petitioner’s mark HI LL COUNTRY FARE] al one is
di spositive of the Section 2(d) claim even where the
parties' respective goods apparently overlap.” Registrant's
Motion For Sunmary Judgnent And Menorandum | n Support
Thereof, p. 7.

It is well-established that a single du Pont’ factor

may be dispositive in a |ikelihood of confusion analysis,

priority if it has an earlier filing date and its adversary
cannot support an earlier date of first use. See Brewski Beer
Co. v. Brewski Brothers Inc., 47 USPQd 1281, 1283-84 (TTAB
1998); Hilson Research Inc. v. Society for Human Resource
Managenent, 27 USPQRd 1423, 1428-29 n. 13 (TTAB 1993); Anmerican
Standard Inc. v. AQM Corporation, 208 USPQ 840, 841 (TTAB 1980).

"In determining whether there is a |likelihood of confusion
between marks, there are thirteen evidentiary factors, which the
Board must consi der when rel evant evidence is nade of record.
See, E. |. du Pont de Nenoburs & Co., 476 F.2d 1357, 177 USPQ 563



and that where the marks are sufficiently dissimlar, there
may be no |ikelihood of confusion despite the presence of
over | appi ng goods and trade channels. See Chanpagne Louis
Roederer S. A v. Delicato Vineyards, 148 F.3d 1373, 1375, 47
UsP2d 1459, 1460-61 (Fed. G r. 1998); and Kellogg Co. V.
Pack’ em Enterprises, 951 F.2d 330, 333, 21 USPQ2d 1142, 1145
(Fed. Cir. 1991) (“We know of no reason why, in a particul ar
case, a single du Pont factor may not be dispositive.”)

In conparing petitioner’s mark H LL COUNTRY FARE wth
respondent’s mark TASTE OF THE HILL, we note that there is
no visual or aural simlarity beyond the word “hill” in both
marks. The marks in their entireties do not |ook or sound
al i ke. Addressing the connotations of the marks,
petitioner’s mark depicts a fanciful “hill country” (as
petitioner has asserted), while respondent’s mark evokes no
such response. The marks are substantially different and
this single du Pont factor weighs heavily in favor of

respondent. Despite the fact that both party’s marks are

(CCPA 1973). In this case, the only factors for which evidence
is of record are the nmarks thensel ves and the goods for which the
mar ks have been regi st ered.

We decline to construe petitioner’s assertion that respondent
has failed to provide discovery regarding respondent’s use of its
mar k, channel s of trade and goods upon whi ch respondent has used
its mark as a request to allow petitioner to take additional
di scovery under Fed. R CGv. P. 56(f). Further, to the extent
petitioner’s brief can be construed as including a notion to
conduct a survey to determ ne whet her there has been actua
confusion, the notion is denied. Petitioner has presented no
reason to believe that any such survey woul d devel op evi dence of
actual confusion.



used on “coffee,” |ikelihood of confusion does not arise as
a matter of |aw

Accordi ngly, respondent’s notion for sunmmary j udgnment
Wi th respect to petitioner’s mark H LL COUNTRY FARE is
her eby grant ed.

VHETHER PETI TI ONER CAN OBTAIN PRIOCRITY OF I TS MARK “TASTE OF
THE HI LL COUNTRY” THROUGH TACKI NG

Petitioner has al so pleaded that a |ikelihood of
confusion exists with respect to another of its marks, TASTE
OF THE H LL COUNTRY. However, petitioner cannot prevail on
this claimunless it can also show priority. There is no
di spute that respondent used its mark TASTE OF THE HI LL
before petitioner used its mark TASTE OF THE H LL COUNTRY.
The parties also agree that petitioner used its mark HILL
COUNTRY FARE before respondent used its clainmed mark, as we
have di scussed supra. Thus, petitioner seeks to establish
its priority by tacking its earlier use of H LL COUNTRY FARE
onto its |ater-adopted mark TASTE OF THE HI LL COUNTRY. 8

A party seeking to “tack” its use of an earlier mark
onto its later mark for the sanme goods may do so only if the

earlier and |ater marks are |egal equivalents, or are

8 I'n essence, petitioner is attenpting to prevail on the issue of
I'i kel i hood of confusion by relying on its unregistered nark,
which is arguably nmore simlar to respondent's mark than is
petitioner's registered mark; and to prevail on the issue of
priority by tacking the less-simlar registered mark onto the
nmore-simlar unregistered mark. While this approach nay raise a
nunber of interesting questions, we limt our discussion to the

i ssue of whether tacking is appropriate.



i ndi stingui shable fromone another. “The previously used
mar k must be the | egal equivalent of the mark in question or
i ndi stingui shabl e therefrom and the consuner should
consider both as the sane mark. [T]he later mark shoul d not
materially differ fromor alter the character of the mark
attenpted to be ‘tacked.’”” Van Dyne-Crotty Inc. v. War-
GQuard Corp., 926 F.2d 1156, 1159, 17 USPQR2d 1866 (Fed. G r
1991). To neet the |legal equivalents test, the marks must
be indistinguishable fromone another or create the sane,
continuing comercial inpression such that the consuner
woul d consider both as the same mark. “[Qur inquiry mnust
focus on both marks in their entirety to determ ne whet her
each conveys the sanme commercial inpression..” Van Dyne-
Crotty, at 1160 (enphasis in the original); see also Pro-
Cuts v. Schilz-Price Enterprises, Inc., 27 USPQd 1224 (TTAB
1993); and Anerican Paging, Inc. v. Anerican Mobil phone,
Inc., 13 USPQ2d 2036 (TTAB 1989), aff’'d, 17 USPQ2d 1726
(Fed. Cir. 1990).

Qur primary review ng court has instructed that the
guestion whether two marks “constitute | egal equivalents is
a legal determnation..” Van Dyne-Crotty, at 1159; see al so
In re Dial-a-Mattress Operating Corporation, 240 F. 3d 1341,
1347, 57 USPQ2d 1806 (Fed. Cir. 2001) (“Wether nmarks are
| egal equivalents is a question of |aw subject to our de

novo review'). To determ ne the question, a conparison of



the visual or aural appearance of the nmarks thenselves is
sufficient, see Van Dyne-Crotty at 1159, keeping in mnd
that “the standard of |egal equival ence used in review ng
efforts to ‘tack’ the prior use of one mark onto that of
anot her is higher than that used in evaluating two conpeting
marks.” Van Dyne-Crotty at 1159.

Petitioner’s marks do not | ook alike nor do they sound
alike. The only elenent common to each are the words “hil
country.” Petitioner contends that the mark TASTE OF THE
H LL COUNTRY is sinply a nodernized version of the mark HILL
COUNTRY FARE and that the common elenent “hill country”
“creates and dom nates the commercial inpression in both the
old and the new marks.” Thus, petitioner asserts, its two
mar ks create the same, continuing comercial inpression,
nanely, “a sense of farmlife” and “an inpression of food
and beverages that have sone relationship to a fanciful
“H LL COUNTRY' .” Petitioner’s Brief In Cpposition To
Regi strant’s Motion For Sunmary Judgnent, pp. 2-3.

While it may be considered nore contenporary to
advertise a fanciful “hill country” by using what is
arguably a nore nodern phrase (“taste of the.”) than the
earlier term(“fare”), the neaning of the phrase “taste of
the hill country” clearly carries with it particular
connotations that “hill country fare” does not. Conpare

Il co Corp. v. ldeal Security Hardware Corp., 527 F.2d 1221,



188 USPQ 485 (CCPA 1976) (HOVE PROTECTI ON CENTER and HOVE
PROTECTI ON HARDWARE conveyed different commerci al
i npressions) and Hunble O 1 & Refining Conpany v. Sekisu
Chem cal Conpany Ltd. of Japan, 165 USPQ 597, 603 (TTAB
1970) (S-LON and ESLON considered | egal equivalents on basis
of pronunci ation and appearance; “The only requirenent in
t hese instances is that the mark be nodified in such a
fashion as to retain its trademark i npact and synbolize a
single and continuing comrercial inpression.”) Moreover,
petitioner has not cited to any case |aw that supports its
essential argunent that simlarity of two marks in
connot ati on al one, when they otherwise are clearly different
in sight and sound, is sufficient to allow tacking.
Accordingly, petitioner cannot tack its marks because
the differences between themare too substantial to support
petitioner's claimthat they are essentially the sanme mark.
In view thereof, petitioner cannot base its claim of
priority, essential to prevailing under Section 2(d) of the
Trademark Act, by tacking its mark H LL COUNTRY FARE to its
| ater use of the mark TASTE OF THE HI LL COUNTRY. Because
petitioner does not have priority of use of TASTE OF THE
H LL COUNTRY, vis a vis respondent's mark, its claimunder

Section 2(d) based on that mark nust fail.

SUMVARY



Respondent has shown that there are no genuine issues
of material fact regarding the dissimlarity of petitioner’s
mark HI LL COUNTRY FARE and respondent’s mark TASTE OF THE
H LL and that it is entitled to a judgnent of no |ikelihood
of confusion between these marks. Moreover, we find as a
matter of law that petitioner nmay not tack its two pl eaded
marks in an attenpt to rely on the priority of one of its
marks, vis a vis respondent's mark, and the simlarity of
petitioner's other mark, vis a vis respondent’'s mark.
Accordingly, respondent is entitled to judgnment dism ssing
the petition for cancellation in its entirety.

Respondent’s notion for summary judgnent is hereby

granted and the petition to cancel is hereby denied.
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